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patent owner may amend in accordance
with §§ 1.510(e) and 1.530(b) prior to re-
examination, and during reexamina-
tion proceedings in accordance with
§§ 1.112 and 1.116.

[46 FR 29183, May 29, 1981]

§ 1.116 Amendments after final action.
(a) After final rejection or action

(§ 1.113) amendments may be made can-
celling claims or complying with any
requirement of form which has been
made. Amendments presenting rejected
claims in better form for consideration
on appeal may be admitted. The admis-
sion of, or refusal to admit, any amend-
ment after final rejection, and any pro-
ceedings relative thereto, shall not op-
erate to relieve the application or pat-
ent under reexamination from its con-
dition as subject to appeal or to save
the application from abandonment
under § 1.135.

(b) If amendments touching the mer-
its of the application or patent under
reexamination are presented after final
rejection, or after appeal has been
taken, or when such amendment might
not otherwise be proper, they may be
admitted upon a showing of good and
sufficient reasons why they are nec-
essary and were not earlier presented.

(c) No amendment can be made as a
matter of right in appealed cases. After
decision on appeal, amendments can
only be made as provided in § 1.198, or
to carry into effect a recommendation
under § 1.196.

[24 FR 10332, Dec. 22, 1959, as amended at 46
FR 29183, May 29, 1981]

§ 1.117 Amendment and revision re-
quired.

The specification, claims and draw-
ing must be amended and revised when
required, to correct inaccuracies of de-
scription and definition or unnecessary
prolixity, and to secure correspondence
between the claims, the specification
and the drawing.

§ 1.118 Amendment of disclosure.
(a) No amendment shall introduce

new matter into the disclosure of an
application after the filing date of the
application (§ 1.53(b)). All amendments
to the specification, including the
claims, and the drawings filed after the

filing date of the application must con-
form to at least one of them as it was
at the time of the filing of the applica-
tion. Matter not found in either, in-
volving a departure from or an addition
to the original disclosure, cannot be
added to the application after its filing
date even though supported by an oath
or declaration in accordance with § 1.63
or § 1.67 filed after the filing date of the
application.

(b) If it is determined that an amend-
ment filed after the filing date of the
application introduces new matter,
claims containing new matter will be
rejected and deletion of the new matter
in the specification and drawings will
be required even if the amendment is
accompanied by an oath or declaration
in accordance with § 1.63 or § 1.67.

(35 U.S.C. 6, Pub. L. 97–247)
[48 FR 2712, Jan. 20, 1983]

§ 1.119 Amendment of claims.
The claims may be amended by can-

celing particular claims, by presenting
new claims, or by rewriting particular
claims as indicated in § 1.121. The re-
quirements of § 1.111 must be complied
with by pointing out the specific dis-
tinctions believed to render the claims
patentable over the references in pre-
senting arguments in support of new
claims and amendments.

[32 FR 13583, Sept. 28, 1967]

§ 1.121 Manner of making amend-
ments.

(a) Erasures, additions, insertions, or
alterations of the Office file of papers
and records must not be physically en-
tered by the applicant. Amendments to
the application (excluding the claims)
are made by filing a paper (which
should conform to § 1.52), directing or
requesting that specified amendments
be made. The exact word or words to be
stricken out or inserted by said amend-
ment must be specified and the precise
point indicated where the deletion or
insertion is to be made.

(b) Except as otherwise provided
herein, a particular claim may be
amended only by directions to cancel
or by rewriting such claim with under-
lining below the word or words added
and brackets around the word or words
deleted. The rewriting of a claim in
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